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Art Unit: 2614 



DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined was 
not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). 
Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment by the y 



2. Claims 10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by Kanota et al., 
U.S.Pat. No. 5,991,500. 



Considering claim 10, Kanota discloses all claimed subject matter, note; 

a) the claimed method of receiving said signal including video image information and copy 

protection information associated with one of a plurality of display formats is met by input to 



AIPA (pre-AIPA 35 U.S.C. 102(e)). 
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reproducing signal processor 23, FIG. 23, which is assumed to include a copy protection 
information." (Col.l 1, lines 62-64) 

b) the claimed decoding said copy protection information in the received signal, is met by 
reproducing signal processor 25, FIG. 23. (See col. 12, lines 5-9) 

c) the claimed afoptively selecting a f ormat for displaying said video image information on a 
display in response to said decoded copy protection information is met by the disclosure that 
"depending upon the^fonnatof the video signal (e.g. NTSC^PAL, HD, etc.), the particular line 
intervals in which S_sub_l and S_sub_2 are superposed may vary." (Col. 9, lines 64-66); 

d) the claimed processing said video image information using said selected display format is met 
by the encoder 27 (fig.23); 

e) the claimed wherein said copy protection information comprises data relating to display formats 
available for at least^^^^^orfi^ said video image information, and reproducing said 
recorded video image information is met by the disclosure that "Upon detecting the status of the 
copyright information and copy generation signals, copy protection detector 2 5 „ supplies suitable 
status indic at ions to control unit 2 6 which, in turn, controls encoder 27 to supply to mixer 28 
updated, or new copyrig ht signals w hich are detected by copy protection 25 are regenerated and 
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supplied to mixer 28 to be superposed onto the app ro priate line interval s of the video signal. ..and 
control unit 26 is responsive to the detected copy protection information to control encoder 27 to 
supply to mixer 28 copyright information and copy generation signals SI and S2 of appropriate 
states." (Col. 12, lines 24-40) 

Considering claim 11, the claimed wherein selection of said display format is in response 
to said decoded copy protection information determining user entitlement to select one of said 
plurality of available display formats. 

Regarding claim 11, see rejection of claim 10(C). 

Considering claim 12, the claimed wherein said display format is one of: I) a standard definition 
format; and ii)a high definition format is met by the disclosure of "depending upon the format of 
the video signal (e.g. NTSC, PAL, HD, etc.), the particular line intervals in which S_sub_l and 
S_sub_2 are superposed may vary." (Col. 9, lines 64-66); 

Considering claim 13, the claimed further comprising the step of recording said video 
image information in a format determined by said decoded copy protection information on a 
recording medium is met by recording signal processor 1 1 and recording head 12 and magnetic 
medium 13, Fig.21; 
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Art Unit: 2614 

Considering claim 14, the claimed further comprising the step of reproducing said recorded video 
image information in said format determined by said decoded copy protection information on a 
display is met by the reproducing signal processor 23, FIG.23; 



Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bestler et al., 
U.S. Pat. No. 5,680,457 in view of Shah-Nazaroff et al. 5 U.S. Patent No. 6,157,377. 



Considering claim 1, Bestler et al. discloses the following claimed subject matter, note; 
a) the claimed method of receiving said signal including video image information and conditional 
access information associated with one of a plurality of picture resolution formats is met by 
Payload Crypto device 50, FIG.. 3. 



Application/Control Number: 09/712 5 539 
Art Unit: 2614 



Page 6 



b) the claimed method of decoding said conditional access information in the received signal is 
met by CA crypto device 68, FIG..3, which is used to decrpt further CA encrypted data bytes; 
(col. 5, lines 23-31) 

Except for; 

c) the claimed adaptively selecting a picture reso lution format in response to said decoded 
conditional access information; 

d) the claimed processing said video image information using said selected picture resolution 
format. 

e) wherein said decoded conditional access information comprises data relating to display formats 
available for at least one of recording said video image information, and reproducing said 
recorded video image information 

Regarding c) and d), Bestler doesn't specifically disclose selecting a picture resolution 
format in response to the decoded conditional access information and process the video image 
using the selected picture resolution format. However, Bestler discloses that "Depending on the 
desired resolution, recent advances in technology have made possible the transmission and 
reception of one or more digitally compressed television signals over a single 6 MHZ television 
channel... In accordance with the MPEG standard, the compressed digital television information 
may be arranged for transmission in the form of a multiplexed transport stream of fixed length 
MPEG packets including, for example, video packets, audio packets and conditional access 
packets...." (Col. 1, lines 32-45) Bestler discloses a subscription decoder (FIG..1) in which is 
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included a digital conditional access module (DCAM) 20. DCAM 20 operates according to the 
well known in the art MPEG standard using PID authorization packet, for example, as illustrated 



Shah-Nazaroff et al. disclose a method and apparatus for purchasing upgraded media 
features for programming transmissions. Shah-Nazaroff et al. disclose that conditional access 
and descrambling can be done at both the broadcast center or the client system. Shah-Nazaroff et 
al. teach that "a viewer at client system 110 who has ordered a pay-per-view movie can pay an 
additional fee to receive the movie at a higher video resolution " (col. 2, lines 21-24) [emphasis 
added] And that "if a viewer buys an upgraded media feature to be able to record a digital 
broadcast signal ...an additional part of the signal can be descrambled to make the broadcast 
recordable." (Col. 4, lines 43-60) 

Therefore, it would have been obvious to the skilled in the art at the time the invention 
was made to modify the system of Bestler with that of the client system 1 10 or the server system 
140 of Shah-Nazaroff et al. in order to automatically select a picture resolution format 
appropriate for MPEG systems, in response to the decoded conditional access information in the 
DCAM and processes the data accordingly. 

Regarding e), see rejection of claim (c ) and (d). 



in FIG.4C. 
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Considering claim 2, the claimed wherein selection of said picture resolution format is in response 
to said decoded conditional access information determining user entitlement to select one of said 
plurality of available picture resolution formats. 

Regarding claim 2, see rejection of claim 1 (c ) and (d). 

Considering claim 3, the claimed wherein said picture resolution format is one of I) a standard 
definition format; and ii)a high definition format is met by the disclosure "digitally compressed 
television signals over a single 6 MHZ television channel... in accordance with international 
standards established by the MPEG." (Col. 1, lines 35-39) 

Considering claim 4, the claimed further comprising the step of recording said video image 
information in said selected picture resolution format on a recording medium. 

Regarding 4), Bestler doesn't specifically disclose a recording format (high or standard 
definition). However, Examiner takes Official Notice here in that such recording formats (high 
definition or standard definition) are it is well known in the art that VCRs and other recording 
medium record video image information in either standard definition format or high definition 
format and, therefore, would have been obvious to the skilled in the art at the time the invention 
was made to readily recognize the teachings of the prior art and modify the system of Bestler to 
provide a recording medium. 
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Considering claim 5 5 the claimed method of further comprising the step of reproducing said 
recorded video image information in said selected picture resolution format on a display. 

Regarding claim 5), Bestler doesn't specifically disclose the step of reproducing said 
recorded video image information in said selected picture resolution format on a display. 
However, Examiner takes Official Notice here in that reproducing the recorded video image 
information in a selected format on a display is well known in the art, and therefore, would have 
been obvious to the skilled in the art . 

Considering claim 6, the claimed wherein said video image information of said received 
signal is transmitted as a digital signal on a first channel. 

Regrading claim 6), Bestler doesn't specifically disclose receiving ancillary data 
transmitted on a on a first channel for controlling processing of said video image data, doesn't 
specifically disclose transmitting on a first channel. However, the Examiner takes Official Notice 
here in that the claimed method of transmitting and/or recording a video signal on first channel 
and transmitting and/or recording the ancillary signal on a second channel such as the line rate 
(1H) and twice the horizontal line (2H) is well known in the art, and therefore would have been 
obvious to the skilled in the art. 



Considering claim 7, the claimed method of further comprising the step of receiving ancillary data 
transmitted on a second channel for controlling processing of said video image data. 
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Regrading claim 7), Bestler doesn't specifically disclose receiving ancillary data 
transmitted on a on a second channel for controlling processing of said video image data, doesn't 
specifically disclose transmitting on a first channel. However, the Examiner takes Official Notice 
here in that the claimed method of transmitting and/or recording a video signal on first channel 
and transmitting and/or recording the ancillary signal on a second channel such as the line rate 
(1H) and twice the horizontal line (2H) is well known in the art, and therefore would have been 
obvious to the skilled in the art . 

Considering claim 8, the claimed method of wherein said ancillary data is transmitted as an analog 
video signal. 

5 Regarding claim 8, see rejection of claims 6 and 7. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bestler et al., U.S. 
Pat No. 5,680,457 in view of Nagashima et al., U.S. Pat. No. 6,275,988. 

Considering claim 9, Bestler discloses all claimed subject matter, except for, the claimed "wherein 
each of said plurality of picture resolution formats is associated with a respective billing rate and 
further comprising the step of billing a user at the billing rate associated with a selected one of 
said plurality of picture resolution formats"; 
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Regarding claim 9, Bestler doesn't specifically disclose the billing method or billing rate. 
However, Bestler discloses that the basic object of the invention to provide an improved 
conditional access system for a subscription service such as a pay cable television system. 
Nagashima et al., discloses an image transmission apparatus for processing hierarchically encoded 
image information includes an accounting unit for performing accounting processing in 
correspondence with the resolution of the image information. (See abstract) Specifically, 
Nagashima discloses common key cipher processing unit 1 1 3 to decipher common key coded at 
the transmitter, and quality information collection unit 108 that stores the requested quality (col. 
36, lines 7-27) 

Therefore, it would have been obvious for those skilled in the art at the time the invention 
was made to readily recognize the teaching of Nagashima that including an accounting unit for 
performing accounting processing in correspondence with the resolution and modify the system of 
Bestler to provide an accounting or billing the user at the billing rate associated with a selected 
one of the plurality of picture resolution formats. 

6. Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kanota et 
al., U.S.Pat. No. 5,991,500. 

Considering claim 15, the claimed wherein said video image information of said received 
signal is transmitted as a digital signal on a first channel. 
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Regrading claim 15), Kanota doesn't specifically disclose receiving ancillary data 
transmitted on a on a first channel for controlling processing of said video image data, doesn't 
specifically disclose transmitting on a first channel. However, the Examiner takes Official Notice 
here in that the claimed method of transmitting and/or recording a video signal on first channel 
and transmitting and/or recording the ancillary signal on a second channel such as the line rate 
(1H) and twice the horizontal line (2H) is well known in the art, and therefore would have been 
obvious to the skilled in the art. 

Considering claim 16, the claimed method of further comprising the step of receiving ancillary 
data transmitted on a second channel for controlling processing of said video image data. 

Regrading claim 16, Kanota doesn't specifically disclose receiving ancillary data 
transmitted on a on a second channel for controlling processing of said video image data, doesn't 
specifically disclose transmitting on a first channel. However, the Examiner takes Official Notice 
here in that the claimed method of transmitting and/or recording a video signal on first channel 
and transmitting and/or recording the ancillary signal on a second channel such as the line rate 
(1H) and twice the horizontal line (2H) is well known in the art, and therefore would have been 
obvious to the skilled in the art. 



Considering claim 17, the claimed method of wherein said ancillary data is transmitted as an 
analog video signal. 
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Regarding claim 17, see rejection of claims 16. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kanota et al., 
U.S. Pat. No. 5,991,500 in view of Shah-Nazaroff et al., U.S. Pat. No. 6,157,377. 

Considering claim 18, Kanota discloses all claimed subject matter, except for, the claimed 
"wherein each of said plurality of picture resolution formats is associated with a respective billing 
rate and further comprising the step of billing a user at the billing rate associated with a selected 
one of said plurality of picture resolution formats"; 

Regarding claim 18, Kanota doesn't specifically disclose "herein each of said plurality of 
picture resolution formats is associated with a respective billing rate and further comprising the 
step of billing a user at the billing g rate associated with a selected one of said plurality of picture 
resolution formats"; However, Kanota discloses methods of preventing video signals from being 
copied illegally or without charging a fee. Shah-Nazaroff et al. disclose conditional access and 
descrambling that can be done at both the broadcast center or the client system. Shah-Nazaroff 
also discloses that "if a viewer buys an upgraded media feature to be able to record a digital 
broadcast signal ...an additional part of the signal can be descrambled to make the broadcast 
recordable." (Col. 4, lines 43-60) 
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Further, Shah-Nazaroff discloses that "a viewer at client system 1 10 who has ordered a pay-per- 
view movie can pay an additional fee to receive the movie at a higher video resolution." (col. 2, 
lines 21-24) 

Therefore, it would have been obvious to the skilled in the art at the time the invention 
was made to modify the system of Kanota with Shah-Nazaroff to provide a plurality of picture 
resolution formats associated with a respective billing rate and of billing a user at the billing rate 
associated with a selected one of said plurality of picture resolution formats. 

8. Claims 19-23 and 26-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson et al., U.S. Pat. No. 6,141,488 in view of Oguro U.S. Pat. No. 5,907,656. 

Considering claim 19, Knudson discloses the following claimed subject matter, note; 
a) receiving said signal including video image information and copy protection information 
associated with one of a plurality of recording formats is met by tuner communications, and 
display circuitry 38, FIG..1, which "contains circuitry for selecting a desired television channel 
from among the television signals provide to set-top box 34 via communications path 30..." and 
"may have the capability to handle copy-protected programs, so that, for example, circuitry 38 
may remove copy protection from a given program." (Col. 5, lines 310-54) 
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b) decoding said copy protection information in the received signal is met by tuner 
communications, and display circuitry 38, FIG..1, which "contains communications circuitry for 
extracting program data from video and data signals provided to set-top box 34." 



Except for; 




c) adaptively selecting a^format for recording said video image information on a recording 
medium in response to said decoded copy protection information; and 

d) processing said video image information using said selected recording format. 

Regarding c) and d), Knudson discloses interactive program guides that allow users to 
access television program listings in different display formats. Knudson et al. discloses a program 
guide system for recording television programs. Knudson doesn't disclose a specific format for 
recording. However, different types of recording formats are well known in the art. For example, 
Oguro discloses that "a signal format and reproducing apparatus compatible with that format 
protect the copyright of recorded video and audio data against digital and analog dubbing." (See 
Abstract). Further, Oguro discloses that "it is an object of the present invention to provide a 
signal format for a recording medium adapted to protect the copyright to video and audio signals 
that are recorded on that recording medium." (Col. 1, lines 38-41) 

Therefore, it would have been obvious to the skilled in the art at the time the invention 
was to modify Knudson with that of Oguro system which provides a signal format and 
reproducing apparatus compatible with that format in order to provide a format for recording and 
process the video information using the selected recording format. 
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Considering claim 20, the claimed wherein selection of said recording format is in response to said 
decoded copy protection information determining user entitlement to select one of said plurality 
of available recording formats; 

Regarding claim 20, see rejection of 19( c) and (d). 

Considering claim 21, the claimed wherein said recording format is one of: I) a standard definition 
format; and ii) a high definition format is met by the disclosure that the program guide system is 
for recording Television programs which could be either standard or high definition. 

Considering claim 22, the claimed further comprising the step of recording said processed 
video image information in said selected recording format on a recording medium. 
Regarding claim 22, see rejection of claim 19( c) and (d). 

Considering claim 23, the claimed further comprising the step of reproducing said recorded video 
image information in said selected recording format on a display is met by television 44, FIG..1 ; 

Considering claim 26, the claimed wherein said video image information of said received signal is 
transmitted as a digital signal on a first channel. 

Regarding claim 26, Knudson doesn't specifically disclose transmitting on a first channel. 
However, the Examiner takes Official Notice here in that the claimed method of transmitting 
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and/or recording a video signal on first channel and transmitting and/or recording the ancillary 
signal on a second channel such as the line rate (1H) and twice the horizontal line (2H) is well 
known in the art, and therefore would have been obvious to the skilled in the art to at the time the 
invention was made. 

Considering claim 27, the claimed further comprising the step of receiving ancillary data 
transmitted on a second channel for controlling processing of said video image data. 
Regarding claim 27, see rejection of claim 26. 

Considering claim 28, the claimed wherein said ancillary data is transmitted as an analog video 
signal is met by the disclosure that "Another function or circuitry 38 is to block presently-locked 
programs (e.g., by disrupting the audio and video signals of such locked programs..." (Col. 5, 
lines 42-54). 

9. Claims 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Knudson et 
al., U.S. Pat. No. 6,141,488 in view of Tsukamoto et al. U.S. Pat. No. 5,796,828. 
Considering claim 24, Knudson discloses all claimed subject matter, except for; 
The claimed wherein the copy protection information further includes information indicating a 
time period during which said processed video image information is able to be reproduced. 
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Regrading claim 24, Knudson doesn't specifically disclose indicating a time period during 
which said processed video image information is able to be reproduced. However, this method is 
well known in the art. Tsukamota et al. discloses a controlled-access broadcast signal receiving 
system. "Depending on the particular conditions and circumstances, a user can be prevented 
entirely from accessing the selected digital video signals, given limited access to the signals, or 
given full access to the signals." (Col.5, lines 27-32) Further, "One access-control signal indicates 
that the video programming is to be erased on a certain date Y (Erase on Data Y) and the other 
access-control signal the No REPRO signal. Access controller 28A stores the ERASE ON 
DATA Y signal and the NO REPRO signal in access condition memory 29. Encipherer 22, when 
enabled, supplies encrypted video signals to recording/reproducing section 23A for recording on 
storage 40. 

Therefore would have been obvious to the skilled in the art to modify Knudson with the 
system of Tsukamota et al to provide the capability of reproduction inhibiting or permitting 
operations where an access-control signal indicates that the video programming is to be erased on 
a certain date Y (Erase on Data Y). 

Considering claim 25, the claimed wherein said time period is set in response to said decoded 
copy protection information determining user entitlement to select one of said plurality of 
available recording formats. 

Regarding claim 20, see rejection of 19( c) and (d). 
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10. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Knudson et aL, 
U.S. Pat. No. 6,141,488 in view of Shah-Nazaroff et al., U.S. Pat. No. 6,157,377. 
Considering claim 29, Knudson discloses all claimed subject matter, except for, the claimed 
"wherein each of said plurality of picture resolution formats is associated with a respective billing 
rate and further comprising the step of billing a user at the billing rate associated with a selected 
one of said plurality of picture resolution formats"; 

Regrading claim 29, Knudson discloses that "Various menus and program listings screens 
are generated to provide ...handling the purchase of pay programming, informing the viewer of 
copy protection..." (col. 6, lines 23-28) further, Knudson discloses authorization for the 
descrambling of scrambled pay programs and circuitry 38 that is capable to handle copy-protected 
programs. (Col. 5, lines 47-54) Shah-Nazaroff also discloses that "if a viewer buys an upgraded 
media feature to be able to record a digital broadcast signal ...an additional part of the signal can 
be descrambled to make the broadcast recordable. (Col. 4, lines 43-60) Further, Shah-Nazaroff 
discloses that "a viewer at client system 110 who has order a pay-per-view movie can pay an 
additional fee to receive the movie at a higher video resolution" (col. 2, lines 21-24) 

Therefore, it would have been obvious to the skilled in the art at the time the invention 
was made to modify Knudson with Shah-Nazaroff s system of billing for higher video resolution 
to provide a plurality of picture resolution formats associated with a respective billing rate and of 
billing a user at the billing rate associated with a selected one of said plurality of picture resolution 
formats. 
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Response to Arguments 



1 1 . Applicant's arguments with respect to claims 1-18 have been considered but are moot in 
view of the new ground(s) of rejection. 

12. Applicant's arguments with respect to claims 19-29 filed June 24, 2002, have been fully 
considered but they are not persuasive. 

Applicant's Arguments 

a) One skilled in the art would not be motivated to modify Knudson with the teachings of Oguro 
to arrive at the feature of claim 19, specifically the feature of supporting a "plurality of recording 
formats. 

Examiner's Response 

a) Knudson et al. discloses a program guide system for recording television programs. Knudson 
discloses interactive program guides that allow users to access television program listings in 
different display formats. Knudson doesn't disclose a specific format for recording. 

Oguro discloses that "a signal format and reproducing apparatus compatible with that 
format protect the copyright of recorded video and audio data against digital and analog 
dubbing." Further, Oguro discloses that "it is an object of the present invention to provide a 
signal format for a recording medium adapted to protect the copyright to video and audio 
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signals that are recorded on that recording medium. Thus, the argument that one skilled in 
the art would not be motivated to modify Knudson with the teachings of Oguro to arrive at the 
feature of claim 19, is not considered persuasive because both references are dealing with 
recording. Specifically Knudson teaches a program guide for recording, while Oguro teaches 
reproducing a recorded video and audio data. More importantly, both references teach protecting 
copyright information which is the subject of the claimed invention. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Paulos 
Natnael whose telephone number is (703) 305-0019. The examiner 
can normally be reached on Monday through Friday from 6:30 a.m. 
to 3:00 p.m. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, John Miller, can be 
reached on (703)305-4795. 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703)305-3900. 
Any response to this action should be mailed to: 



Conclusion 



Commissioner of Patents and Trademarks 



m 
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Washington, D.C. 20231 
or faxed to: 

(703) 872-9314, (for formal communications intended for 
entry) 



(703)872-9314 (for informal or draft communications, 
please label "PROPOSED" OR "DRAFT"). 
Hand-delivered responses should be brought to Crystal Park 
II, 2121 Crystal Drive, Arlington, V.A. Sixth Floor 
(Receptionist) . 

Paulos M. Natnael 

October 19, 2002 



or; 




^ JOHN MILLER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



